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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of Invention I, claims 1-15 and 20, in the reply 
filed on 2/20/06 is acknowledged. The traversal is on the ground(s) that the pocket clip 
cutting element unit of claim 16, which belong to Invention II, is also presented in a 
dependent claim 1 1 of Invention I and that the search for both invention are inclusive. 
This is found persuasive. Accordingly, the restriction is hereby withdrawn and claims 
16-19 are no longer withdrawn. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 11-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 1 1-13 recite the limitation 'The pocket clip 
cutting element unit" in line 1. There is insufficient antecedent basis for this limitation in 
the claim. It is unclear as to whether "The pocket clip cutting element unit" is referring 
to the "pocket clip unit" in line 3 of claim 1 or the "cutting element" in line 4 of claim 1 . 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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3. Claims 1-11, 14-16, 19 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cheldin '169. 

In regard to claims 1 and 20, Cheldin '169 discloses a letter opener writing 
instrument device (see Fig. 8) comprising i) a writing instrument (16) having a case; ii) a 
pocket clip unit (element 24 is capable of being a pocket clip unit) affixed to the writing 
instrument, and iii) a cutting element (32) operatively attached to the device, the cutting 
element positioned between the writing instrument and the pocket clip unit providing for 
paper to be cut by the letter opener writing instrument. 

In regard to claim 2, the device further comprises a stopper (where 20 is pointing) 
affixed to the writing instrument thereby limiting accessibility to the cutting element. 

In regard to claims 3 and 4, the stopper could either be affixed to the pocket clip 
unit or the case (see col. 2, line 4 et seq.). 

In regard to claim 5, the device further comprises a spacer (where 20 is pointing) 
positioned between the writing instrument and the pocket clip unit. 

In regard to claims 6 and 7, the spacer could either be attached to the pocket clip 
unit or to the case (see col. 2, line 4 et seq.). 

In regard to claims 8 and 9, the pocket clip unit fixedly attached to the case or 
reversibly attached to the case (see col. 2, line 4 et seq.). 

In regard to claim 10, the letter opener writing instrument device further 
comprises a contoured protrusion (34) affixed to a distal end of the pocket dip unit. 

In regard to claims 1 1 and 16, as best understood for claim 1 1 , the pocket clip 
unit, further comprises i) a pocket clip arm, the pocket clip arm having a first end, a 
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second end, and a first surface; ii) means (34) for attaching the pocket clip arm to the 
writing instrument; iii) the cutting element functionally attached to the first surface of the 
pocket clip arm proximate the first end of the pocket clip arm, wherein the pocket clip 
unit is positionable about the writing instrument providing for a letter opener writing 
instrument. 

In regard to claims 14 and 15, the pocket dip arm is either fixedly attached to the 
means for attachment or is reversibly attached to the case (see col. 2, line 4 et seq.). 

In regard to claim 19, the pocket clip cutting element unit further comprises a 
spacer (where 20 is pointing), the spacer fixedly attached to the first end of the pocket 
clip arm. 

4. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Volk et 
al. (hereinafter Volk). 

In regard to claims 1 and 20, Volk discloses a letter opener writing instrument 
device (see Figs. 1-4) comprising i) a writing instrument (pencil) having a case (the 
wooden part of the pencil); ii) a pocket clip unit element (elements 4,6 are capable of 
being a pocket clip unit) affixed to the writing instrument, and iii) a cutting element (5) 
operatively attached to the device, the cutting element positioned between the writing 
instrument and the pocket clip unit providing for paper to be cut by the letter opener 
writing instrument. 

In regard to claim 2, the device further comprises a stopper (3 is capable of being 
a stopper) affixed to the writing instrument thereby limiting accessibility to the cutting 
element. 



Application/Control Number: 10/791,583 Page 5 

Art Unit: 3751 

In regard to claims 3 and 4, the stopper could either be affixed to the pocket clip 
unit or the case (see col. 2, line 4 et seq.). 

In regard to claim 5, the device further comprises a spacer (where 20 is pointing) 
positioned between the writing instrument and the pocket clip unit. 

In regard to claims 6 and 7, the spacer could either be attached to the pocket clip 
unit or to the case via member 2. 

In regard to claims 8 and 9, the pocket clip unit fixedly attached to the case or 
reversibly attached to the case via member 2. 

In regard to claim 10, the letter opener writing instrument device further 
comprises a contoured protrusion (2) affixed to a distal end of the pocket dip unit. 

In regard to claims 1 1 and 16, as best understood for claim 1 1 , the pocket clip 
unit, further comprises i) a pocket clip arm (4,6), the pocket clip arm having a first end, a 
second end, and a first surface; ii) means (2) for attaching the pocket clip arm to the 
writing instrument; iii) the cutting element (5) functionally attached to the first surface of 
the pocket clip arm proximate the first end of the pocket clip arm, wherein the pocket 
clip unit is positionable about the writing instrument providing for a letter opener writing 
instrument. 

In regard to claim 12, the pocket clip unit further comprises a stopper (3 is 
capable of being a stopper) wherein the stopper is functionally attached to the clip arm 
between the cutting element and the second end of the pocket clip arm, therein limiting 
accessibility to the cutting element. 
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In regard to claim 13, the pocket clip unit further comprises a stopper (3 is 
capable of being a stopper) wherein the stopper is functionally attached to the case via 
member 2 between the cutting element and the second end of said pocket clip arm, 
therein limiting accessibility to the cutting element. 

In regard to claim 14, the pocket dip arm is fixedly attached to the means for 
attachment via member 2. 

In regard to claim 15, the pocket dip arm is reversibly attached to the case via 
member 2. 

In regard to claim 17, the pocket clip unit further comprises a contoured 
protrusion (2) positioned on the first surface of said pocket clip arm at the second end of 
pocket dip arm. 

In regard to claim 18, the pocket clip unit further comprises a stopper (3 is 
capable of being a stopper) wherein the stopper is functionally attached to the clip arm 
between the contour protrusion (2), the stopper thereby defining accessibility to the 
cutting element. 

In regard to claim 19, the pocket clip cutting element unit further comprises a 
spacer (3), the spacer fixedly attached to the first end of the pocket clip arm. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Bedford, Griesbach, and Beadles disclose other combined 
writing and cutting instrument. 
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6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan N. Nguyen whose telephone number is 571-272- 
4892. The examiner can normally be reached on Monday-Friday (10:00-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine R. Yu can be reached on (571) 272-4835. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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